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DETAILED ACTION 

Status of Claims 

1 . In applicant's reply filed on 7/29/08, applicant amended claim 1 . Claims 1-7 are 
pending and are under examination. 

Response to Amendment 
Claim Rejections - 35 USC §112 

2. The rejection of claims 1 -7 under 35 U.S.C. 1 1 2, second paragraph, is 
withdrawn. 

Prior art rejections 

3. The rejections over the prior art are maintained. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-2 and 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hartl ("Hartl," US 4225557) in light of Roe et al. ("Roe," US 6060039). 

In figures 1-3, Hartl discloses a foldable liquid permeable sheet (i.e. cardboard) 
having edges; a liquid permeable target (i.e. 13) disposed on the foldable liquid 
permeable sheet within the edges of the sheet, thereby providing extended flap portions 
which flap portions are foldable to overlap the liquid permeable target; and a malleable 
securing strip (i.e. 18) attached to the foldable liquid permeable sheet of a length 
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sufficient to secure the folded flap portions overlapping the liquid permeable target (i.e. 
column 3, lines 30-47). 

Hartl further discloses, in figures 1-3, the following: that the malleable securing 
strip is attached at an edge of the liquid permeable sheet; the liquid permeable target is 
coated with a release agent (i.e. col. 3, lined 46- 47); the permeable target is a 
permeable paper sheet (i.e. col. 3, lines 46-47). 

Roe discloses a floor (1 1 ) of a container (10) in fig. 7B, that may be made of a 
material that is permeable to water, such as cardboard, nitrocellulose or paper in, i.e. 
col. 11, line 63 to col. 12, line 2. Hartl's cardboard sheet is inherently liquid permeable 
because Roe discloses that cardboard is a material that is permeable to water. 
Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hartl, in light of Roe, and in view of Rochette (US 3537636). 

The disclosure of Hartl, in light of Roe, is stated above. Hartl, in light of Roe, 
does not specifically disclose having a malleable securing strip comprising a metal wire 
or a metal foil. 

In figures 1-4, Rochette discloses an invention consisting of a reclosable bag 
formed from a sheet of flexible material. The bag further comprises a bendable metal 
wire and a pair of flexible coverings strips (i.e. metal foil), which are sealed together and 
the wire is sandwiched between so that the wire is embedded between the strips (i.e. 
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column 2, line 70 to column 3, line 8). It would have been obvious to a person of 
ordinary skill in the art to modify the malleable securing strip of Hartl, in light of Roe, 
with a metal wire and/or with a metal foil because it would beneficial to have a sealing 
means that provides reinforcement. 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hartl, in 
light of Roe. 

The disclosure of Hartl, in light of Roe, is indicated above. While Hartl, in light of 
Roe, discloses having an X and Y coordinate marking lines on the liquid permeable 
target in fig. 1 for explanatory purposes, Hartl, in light of Roe, does not specifically 
disclose having such marking lines physically on the liquid permeable target. It would 
have been obvious to a person of ordinary skill in the art to modify Hartl, in light of Roe, 
by physically having the X and Y coordinate marking lines on the liquid permeable 
target because it would be allow the user to quickly determine whether the sample is 
placed on the portions of the target that has the greatest color intensity to insure a 
correct diagnosis is made. 

Response to Arguments 

9. Applicant's arguments filed 7/29/08 have been fully considered but they are not 
persuasive. 

35 USC 102(b) rejection by Hartl 

In response to applicant's argument that Hartl teaches away from Applicant's 
invention, as claimed, and would also destroy Applicant's Invention, as claimed, for its 
stated purpose of providing a foldable liquid permeable sheet having extended flap 
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portions which flap portions are foldable to overlap the liquid permeable target, where 
the liquid is histological examination liquid, examiner respectfully does not find this 
argument to be persuasive. Arguments that the alleged anticipatory prior art is 
nonanalogous art' or teaches away from the invention' or is not recognized as solving 
the problem solved by the claimed invention, are not germane' to a rejection under 
section 102. Furthermore, the argument of destroying the Applicant's invention is also 
not germane to a rejection under section 102 (see MPEP 2143.01). Here, the basis of 
the Hartl rejection, with regard to claims 1-2 and 5-6, is under 35 USC 102(b). 

In response to applicant's argument that "cardboard" is not inherently permeable, 
examiner disagrees. Note that as long as there is evidence of record establishing 
inherency, failure of those skilled in the art to contemporaneously recognize an inherent 
property, function or ingredient of a prior art reference does not preclude a finding of 
anticipation. Therefore, Roe properly shows an inherent characteristic of Hartl's liquid 
permeable cardboard. 

Furthermore, the "intended use" of the structural limitations recited in the pending 
claims is not sufficient to overcome the prior art rejection since Hartl's invention 
discloses the structural limitations recited in the pending claims. 

In response to applicant's argument that Hartl does not disclose a malleable 
securing strip but rather a slit, examiner respectfully disagrees. A claim must be 
interpreted in light of the specification without reading limitations into the claim. In 
applicant's original disclosure, the claim language, "malleable securing strip," does not 
appear to be limited by a definition in the original disclosure since the original disclosure 
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does not appear to clearly set forth the definition of such language explicitly and with 
reasonable clarity, deliberateness, and precision. Here, Hartl's strip (i.e. 18, fig. 1) is 
inherently malleable since it can bend to allow the tabs to be inserted into the strip. 
Also, Hartl's strip is inherently a securing strip because it fastens the tab to the sheet. 

In response to applicant's argument that the slits (18 and 1 8') disclosed by Hartl 
are not located at the edge of sheet, examiner respectfully disagrees. Based on the 
drawings disclosed by Hartl (i.e. figs. 1-2), it appears that the slits are located at the 
edge of the sheet. 

In response to applicant's argument that Hartl's reagent is different from 
applicant's recited, "release agent," examiner does not find this argument to be 
convincing. A claim must be interpreted in light of the specification without reading 
limitations into the claim. In applicant's original disclosure, the claim language, "release 
agent," does not appear to be limited by a definition in the original disclosure since the 
original disclosure does not appear to clearly set forth the definition of such language 
explicitly and with reasonable clarity, deliberateness, and precision. Therefore, it 
appears that Hartl's reagent properly reads on applicant's "release agent." 
35 USC 103(a) rejection over Hartl, in light of Roe, and in view of Rochette 

In response to applicant's argument that there is no teaching, suggestion, or 
motivation in the prior art that would have led one of ordinary skill to modify the prior art 
reference or to combine prior art reference teachings to arrive at the claimed invention, 
examiner respectfully disagrees. The examiner recognizes that obviousness can only 
be established by combining or modifying the teachings of the prior art to produce the 
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claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
examiner has properly shown that one of ordinary skill in the art would be motivated to 
combine the prior art references because it would be beneficial to have a sealing means 
with a metal wire and/or with a metal foil to provide reinforcement. 

In response to applicant's argument that the X and Y coordinate markings are 
wholly absent from both Hartl and Roe, examiner respectfully does not find this 
argument to be convincing. Examiner has provided the required motivation, in the 
previous Office action (filed 5/1/08), to combine the references by indicating that it 
would have been obvious to a person of ordinary skill in the art to modify Hartl, in light of 
Roe, by physically having the X and Y coordinate marking lines on the liquid permeable 
target because it would be allow the user to quickly determine whether the sample is 
placed on the portions of the target that has the greatest color intensity to insure a 
correct diagnosis is made. The motivation to combine the prior art references is proper, 
especially, since Hartl, in light of Roe, discloses having X and Y coordinate marking 
lines on the liquid permeable target in fig. 1 for explanatory purposes. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LORE RAMILLANO whose telephone number is 
(571)272-7420. The examiner can normally be reached on Mon. to Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571) 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jill Warden/ Lore Ramillano 

Supervisory Patent Examiner, Art Unit 1797 Examiner 

Art Unit 1797 



